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p^markg/Arfliiments 


Reconsideration is hereby requested, as is a two-month extension of time, 
within which to respond to the non-final Official Action. The Small Entity 
extension of time fee for two months is in amount of $210.00 to be charged to 
Deposit Account No. 502557. 

The drawings are objected to under 37 CFR 1 .83(a). The distal part of the 
elongate lever is not used in the claims and is therefore not discussed in the 
Specification. The fish holder clamp system comprises an elongate lever having 
a handle end and a jaw end and disposed intermediately between a proximal part 
of said handle end and a distal part of said jaw end, a pivot pin. (See Page 12, 
Line 1 of application). The distal part of the jaw end can be seen in Fig. 1. 
numeral 28. 

The obtuse angle is present in Fig. 1, as described in the Specification as 
-virtual lines" connecting certain points. The obtuse angle is demonstrated by 
connecting a proximal end 30 to pivot pin 20. on the one hand, and an axle 32 
located at a distal part of said jaw end 28 to said pivot pin 20. (Page 8. 
Placing actual lines on the drawings instead of explaining "virtual lines" may 
make the drawings difficult to decipher. An additional figure could be added to 
demonstrate an obtuse angle. 
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Re N °' amiiSJ. the spring bias could be added to the drawings, but is not shown 
due to the detail, already expressed in the current drawings along with the 
Detailed Description of the Invention. (See Pages 8-11 of Specification). 

The specification has been amended to correct the informalities discussed 
by the Examiner. Please see preceding amended sections of the Specification. 

Claims 5-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter. 
To clarify claim 5, lines 5-6. "of said pivot pin is searched", the journal of said 
pivot pin is searched when there is an absence of an opposing force upon the 
handle end or when there is a force placed on the handle end placing the grip 
wheel in a position corresponding to the variable opposing surface. 

Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Oslund. A n element constitutes patentable invention, when not anticipated by 
prior art shown by references. In re Powelson (1931) 18 CCPA 1460. 49 F2d 
832. In Oslund as well as the Applicants invention there is an obtuse angle 
between the proximal part of the lever and the distal part. 

However, in Oslund the lever is pivotally supported on a pin carried by 
bracket members projecting from the handle and a small coiled spring is 
arranged to bias the lever toward its operative position in which the tooth 
engages the plunger rod. Essentially in Oslund, the net and handle and the 
action ofthe spring have a substantially coplanar relationship. InOslund.the 
,ever effect about the pivot pin causes a release of the jaw end which is a motion 
that is parallel to the handle. 
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FaeNo n p 0 pncant's invention, the lever effect about the pivot pin causes an 
elevation of the iaw end in response to the depression of the handle- Upon 
depression of the handle in the Applicant's invention the jaw end is lifted in a 
perpendicular manner to the handle. 

Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Oslund. A determination under 35 U.S.C. §103 is whether the claimed 
invention as a whole would have been obvious to a person of ordinary skill in the 
art at the time the invention was made. In re Wayne. 104 F.3d 1339, 1341, 41 
USPQ 2d 1451 . 1453 (Fed. Cir. 1997). An obvious determination is based on the 
underlying factual inquiries including: (1) the scope and content of the prior art; 
(2) the level of ordinary skill in the art, (3) the differences between the claimed 
invention and prior art; and (4) the objective evidence of nonobviousness. 
Graham v. John Deere Co., 383 U.S. 1 . 17-18, 148 USPQ 459, 467 (1966). 

It is important to note, for a patent to be anticipated, every element of a 
patent claim must appear in a single reference. Genzyme Corp. v. Atrium Med. 
Corp., 315 F. Supp. 2d 552; 2 004 U.S. Dist. LEXIS 10984,21 (2004). Other 
references and opinion may be used to reveal what the reference would have 
meant to those skilled in the art at the time of the invention. Id. A trier of fact 
must identify the claimed elements, determine their meaning in light of the 
specification and prosecution history and identify those same elements in the 
anticipating reference, id. It is error to treat the claims as a mere catalog of 
parts, disregarding the part-to-part relationships set forth that give the claims 
their meaning. ]d. Experts often use the same words to describe the same 
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art reference. Id. However, whether the term* are being used 
in different ways to connote different intended functions is the issue. Id, The prior 
art cannot anticipate a patent simply by possessing identify named parts, 
unless these parts also have the same structure or othe-wise satisfy the Cairn 
limitations, and were understood to function in the same way by one skilled in the 

art. Genzyme at 21. 

in line with this standard, case law provides that a first requirement is a 
suggestion, taaching. or motivation to combine the prior art references is an 
■essential evidentiary component of obviousness holding." C.R Bart Inc. v. M3 
Sys. /no.. 157 F.3d 1340. 1352. 48 USPQ 2d 1225. 1232 (Fed. Cir. 1998). This 
„ must be clear and particular, and bmad condusory statements about 
me teaching of multiple references, standing alone, are not 'evidence.- In re 
Oemb/cza*. 175. F.3d 994, 1000. 50 USPQ 2d 1614. 1617. The second 
requircment is that the ultimate determination of obviousness must be based on 
a reasonable expectation of success in the intended purpose. In re <TFan*». 
853 F.2d 894. 903-904, 7 USPQ 2d 1673. 1681 (Fed. Cir. 1988). The mere fact 
that the prior art may be modified in the manner suggested by the Examiner does 
no. make the modification obvious unless the prior art suggested the desirabiMy 
of the modification. In re «ch. 972 F.2d 1260. 1265. 23 USPQ 2d 1780, 1783- 
84 (Fed. Cir. 1992). 

The Examiner cites In re Du/ben, 129 USPQ 348 regarding *e 
saparabifity of the base member and the handle as being obvious. In Dutoerg. 
, he court considered a lipstick holder that was fully mat by the Peterson paten. 
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^ptSmovable cap (which allowed access to the bottom end of the tube 
for easier removal and replacement of lipstick). Id. The court upheld the rejection 
of the patent, holding that "if it were considered desirable for any reason to obtain 
access to the end of Peterson's holder to which the cap is applied, it would be 
obvious to make the cap removable for that purpose." Id. 

The base member and handle of the Fish Holder Spring Clamp System are 
distinguishable from the lipstick holder in Dulberg. A lipstick holder with a 
removable cap remains a mere lipstick holder. The selectable attachment of the 
base member and the handle to the landing net creates an opportunity for the 
user to utilize the invention in its various forms. Therefore, while the removable 
cap in Dulberg is, in the language of MPEP Section 2144.04. a "routine 
expedient." the selectable attachment of the base member and the handle are 
critical limitations. 

A "critical limitation" is customarily understood as "one essential either to the 
operativeness of the invention or to the patentability of the claims." Storchheim v. 
Dougherty, 410 F.2d 1393, 1396. 56 C.C.PA 1147. 1150 (C.C.P.A. 1969). The 
selectable attachment of the base member and the handle is essential to the 
operativeness of the Fish Holder Spring Clamp System and, if patentable, to its 
patentability. 

Nevertheless, because the separability limitation is critical to the Applicants 
invention, it would not be appropriate, under MPEP 2144.04, to rely solely on 
Dulberg for an obviousness rejection. Therefore. Dulberg alone does not raise a 
substantial question regarding the validity of the patent. See, For Your Ease 
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%££TLu* Science Industries, Ltd., 233 F. Supp. 2d 988; 2002 U.S. 

Dist. LEXIS 21230. 

With regard to Claims 1-8, as described above, are unobvious in view of 
the prior art of record, as such Claims 1-8 are submitted as being allowabie over 
the record. 

Accordingly, Applicant respectfully requests withdrawal of the rejection of 
Claims 1,3 and 5-8. The Applicant also respectfully requests a withdrawal of the 
objection to Claim 4. 


Respectfully submitted, 
Nicholas P. Armenti 


<f- / . 

— - — z Bv Melvln K. Silverman 

Date of Signature Registratjon No . 26.234 
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